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Applicant argues that "neither Saul nor Chen refer to the aspect of measuring temperature 
change for any purpose, as recited in the claims", also noting that the references "do not even 
address the tissue characterizing aspect recited in the claims". The examiner must respectfully 
disagree. The examiner must respectfully note, that the instant claims merely require that the 
tissue be "characterized", the broadest reasonable interpretation of this term can inclue 
characterizing the tissue as a likely successful site for ablation, as it taught by Saul, using a non 
ablative level of energy which is controlled by the temperature rise measured in the tissue, which 
is described at column 3, line 38 to column 4, line 17) as expressly noted on the page numbered 
2 of the previous office action. Saul is undeniably characterizing the tissue within the broadest 
reasonable interpretation of this term. Saul also measures the temperature, both during the 
evaluation phase (during a first period of time, where non ablating energy is used) and during the 
ablating phase (for a second period of time, where ablating energy is used to raise the tissue to a 
desired temperature). 

Claims 34-36, 38, and 74-77 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saul et al in combination with Chen et al and Lesh. Saul et al teaches a method such as 
claimed except epicardial placement (see column 3, line 38 to column 4, line 17). Chen et al 
teaches the desirability of ablating on the epicardium or the endocardium. Lesh teaches the 
necessity of making transmural lesions to provide conduction block. It would have been obvious 
to, the artisan of ordinary skill to employ the epicardial placement of Chen et al in the device and 
method of Saul et al, since the device and method of Chen et al is applicable to both epicardial 
and endocardial treatments, or alternatively to use the low temperature and high temperature 
device and method of Saul et al in the device and method and device of Chen et al, since this 
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provides more reliable ablation of accessory pathways, as taught by Saul et al, and in either case 
to use an input of the tissue thickness, since this is required to determine the amount of energy 
required to produce a transmural lesion, without producing undesired damage in the heart, thus 
producing a device and method such as claimed. 

Claims 40 and 78 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saul et 
al in combination with Chen et al and Lesh, as applied to claims 34-36, 38, and 74-77 above, and 
further in view of Swanson et al. Swanson et al teaches the desirability of ablating on the 
epicardium and that less than half the total number of electrodes can be used. It would have been 
obvious to, the artisan of ordinary skill to employ the method and device of Swanson et al in the 
combined method and device of Saul et al, Chen et al, and Lesh, since this will allow greater 
control of the lesion size, thus producing a method and device such as claimed. 

Claims 41 and 79 are rejected under 35 UCS.C. 103(a) as being unpatentable over Saul et 
al in combination with Chen et al and Lesh, as applied to claims 34-36, 38, and 74-77 above, and 
further in view of Ben Hain et al. Ben Hain teaches drawing tissue into a suction well prior to 
ablation. It would have been obvious to employ the device for and step of drawing the tissue 
desired to be ablated into suction surrounding the ablating elements since this allows the catheter 
to remain stable while the tissue is ablated, thus producing a method and device such as claimed. 

Claims 80 and 81 are rejected under 35 UCS.C. 103(a) as being unpatentable over Saul et 
al in combination with Chen et al and Lesh as applied to claims 34-36, 38, and 74-77 above, and 
further in view of He et al. He et al teaches determining tissue parameters by cooling the tissue. 
It would have been obvious to employ the device for and step of cooling the tissue since this is 
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equivalent to the use of heating energy to do so, as taught by He et al, thus producing a method 
and device such as claimed. 

Applicant's arguments with respect to claims 34-36, 38, 40, 41, and 74-81 have been 
considered but are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Friday from 6:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Henry Johnson, can be reached on Monday through Friday from 7:00 a.m. to 3:30 
p.m. The fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/david shay/ 
Primary Examiner, Art Unit 3735 



